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Remarks 

Applicant has amended claims 1 and 17 to contain the allowable subject matter of 
claims 2 and 19, respectively, and has canceled claims 2 and 19. (Claims 4-6 and 20 were also 
canceled.) Eighteen (18) claims remain pending in the application, claims 1, 3, 7-18. and 21-24, 
of which claims 1 and 17 are independent 

In the Advisory Action mailed October 4, 2004, the Examiner indicated that claim 2 
would be allowable if submitted in a separate, timely filed amendment On October 12, 2004, 
Examiner Machuga and.applicants' representative had a brief conversation to address the 
question of claim 19, which contains similar subject matter as claim 2, and which was not 
addressed in the Advisory Action. The Examiner Indicated that claims 2 and 19 should have 
been indicated as allowable in section 4 of the Advisory Action. 

As claim 1 has been amended to contain the allowable subject matter of c/aim 2, and 
claim 17 has been amended to contain the allowable subject matter of claim 19, the applicants 
believe these amendments place these independent claims in condition for allowance. As all 
the remaining pending claims depend from claim 1 or 17, these claims should also be allowable. 



Repeated below, for convenience, are the remarks made in the Amendment fifed 
August 17, 2004, in response to the Una/ Office action mailed April 19, 2004. 

In the Final Office action mailed April 19, 2004, all claims were rejected under 
35 U.S.C. 103(a) as being unpatentable (obvious) over Schulman et al (WO 98/37926) in view 
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of Silverstone U.S. Patent No. 6161044. with some of these rejections being further in view of 
various additional art. 1 

Applicants have herein amended the independent claims to stipulate that the 
stimulator or stimulating means is implanted in an antemlateral ama of the spine. The cited 
art does not teach or suggest implanting a stimulator/stimulation means in an anterolateral 
area of the spine. 
Page 3 of the Office action states: 

Silverstone teaches that Jhe lateral spinothalamic tract is a known pathway for . 

SSSHtlSf ? at ^™ lati ™ a ' on 9 Pathway that carry those impulses 
can relieve pain (column 1. lines 58^7 and column 2 lines 1-10). This region is 
near or 'adjacent to" the ventral commissure. ^ 

Applicants agree that Silverstone column 1 , lines 5^67 and column 2 lines 1-3 discuss 

conduction of pain impulses, including via the lateral spinothalamic tract. However, a careful 

reading of the lines beginning at column 2 line 4 reveals that Silverstone is discussing how 

the body can inhibit these pain impulses (emphasis added): 

oT^i l 5r2S^ > °l 5L ain * by the body - ran an J^» from the Point 

S pafhwaJ ? ain1hroU9hthesu ^ ives y na Pticiunctions in me pain's 



(WO 5m7«K J £ 'vlr^f SIS md Z! 5 ?- S ' C > 103(a > " "Wtable over Sdmhnan et al 

view of Zilber U.S. ^mtol^o^lS^Sr °. f Slh : Crstone applied to claim 1 above, further in 
over adb^A^^^^^2S^l^ a, ^fJ r - 35 U ' S - C - 103(a) 85 Stable 

u.s. Pa*ntNo. 6os^2S^^2SSSS5S? °5S.5 filrthcrin T wof 101,6 

ScbuJman et al (WO 98/37926) in view of f I . f ^ 103(a) M ""patentable over 

U.S. Patent No. '•OMwJEta U SSSnTc "2* ™ ° f « 41 

Schulman et a] (WO 98/57926) in view of S^ET. - i !L , . ^ 103(a) flS ^ ^P^table over 
et al U.S. Patent Na 5776I 7C Ss 17 TJS? t0 *5 1 ab ° VC > in MacDonald 

unpatentable over SchuJman e aTfWO 5Kto2J? * ^ ™ d " r 35 U S c ,03 < a > "» being 

of Schulman ct al S ^ ^ ° f Silverctone 35 » 1 above, ftrflL in view 
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s^ tonetenotprevidedbyBn|niptanteddevjce lnthe . Summaryofttie|nventton , at 

«lun,„ e »„« 21-23, snversta^ d8scrtbes hjs ^ 

stimulation.. . . ««soraers using transcutaneous electrical 

^^^^^^ • 

teachorsuggestirnp^asti.u.atc.sti.u^ 

such requirements have not been met, as there is no basis in the art for combining the 
Sllverstone reference with the Schulman et a| reference. MPEP 2143.01 teaches that 
Itlhe mere face that references can be combined or modified does not render the resultant 
combination obvious unless the prior art also suggests the desirability of the combination." 
In this instance, the references cannot even be properly combined. MPEP 2143.01 warns that 
"[i]f the proposed modification would render the prior art invention being modified unsatisfactory 
for its intended purpose, then there is no suggestion or motivation to make the proposed 
modification" and that "[\]f the proposed modification or combination of the prior art would 
change the principle of operation of the prior art invention being modified, then the teachings of 
the references are not sufficient to render the claims prima fade obvious." The proposed 

^ Page 7 of 8 
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combination of Schulman et al and Silverstone would change the principle operation of both 
Schulman et al (involving an Implanted device) and Silverstone (involving an external device) 
and render them unsatisfactory for their intended purposes. For this and other reasons, a prima 
facie case of obviousness has not been established. 

This ends the remarks, provided for convenience, from the Amendment filed 
August 17, 2004, in response to the final Office action mailed April 19, 2004. 



Conclusion 

Applicants have made an earnest effort to place this application in condition for 
allowance, following guidance in the Advisory Action and from the Examiner. The Examiner is 
invited to telephone the undersigned, Laura H. Bishop, at his convenience should any issues 
remain after consideration of this response, in order to permit early resolution of the same. 



Respectfully Submitted, 



Date 





Laura Haburay Bi 
Reg. No. 47,424 




Please direct all written i nquiries to: 
Bryant R. Gold 

Advanced Bionics Corporation 
12740 San Fernando Road 
Sylmar, CA 91342 



Please dire ct all telephone Inouirteft tn- 
Laura Haburay Bishop 
Telephone: (861) 362-1906 
Fax: (661) 362-1507 



\ 
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